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SIR: 



■ Full benefit of the filing date of U.S. Application Serial Number 09/226,174, filed January 7, 1999, is claimed pursuant to the 
provisions of 35 U.S.C. §120. 

■ Full benefit of the filing date of U.S. Provisional Application Serial Number 60/1 14,462, filed December 30, 1998, is 
claimed pursuant to the provisions of 35 U.S.C. §1 19(e). 

□ Applicants claim any right to priority from any earlier filed applications to which they may be entitled pursuant to the 
provisions of 35 U.S.C. §119, as noted below. 

In the matter of the above-identified application for patent, notice is hereby given that the applicants claim as priority: 
COUNTRY APPLICATION NUMBER MONTH/DAY/YEAR 

Certified copies of the corresponding Convention Application(s) 

□ are submitted herewith 

□ will be submitted prior to payment of the Final Fee 

□ were filed in prior application Serial No. filed 

□ were submitted to the International Bureau in PCT Application Number . 

Receipt of the certified copies by the International Bureau in a timely manner under PCT Rule 1 7. 1(a) has been 
acknowledged as evidenced by the attached PCT/IB/304. 

□ (A) Application Serial No.(s) were filed in prior application Serial No. filed ; and 
(B) Application Serial No.(s) 

□ are submitted herewith 

□ will be submitted prior to payment of the Final Fee 



Respectfully Submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C 
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PETITION TO MAKE SPECIAL UNDER M.P.E.P. § 708.02fVIir> 

ASSISTANT COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 



Pursuant to MPEP § 708.02(VIII) (7 th ed.1998), applicants hereby petition for a 
special status for this application. 
II. Requirements for Granting Special Status 

MPEP § 708.02(VIII) provides five requirements for a grant of special status. The 
following subsections show that each of these five requirements is met. 

A. Submit Petition and Fee: § 708.02(VIII)(A) 

This petition is accompanied by the fee set forth in 37 CFR § 1.1 7(i). 

B. Agree to an Election Without Traverse: § 708.02(VIII)(B) 
Applicants submit that all claims not canceled by the preliminary amendment 

submitted herewith are directed to a single, patentable invention because each of these claims 
was identified as being drawn to a single invention in the Office Action of November 23, 



SIR: 



I. 



Basis For the Petition 
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- 1999, in the parent (Ser. No. 09/226,174) of the present application. However, should the 
Office determine that all the claims presented are not directed to a single invention, 
applicants agree to elect the largest group of claims that includes claim 85. 

C. State that a Pre-examination Search Was Made: 
§ 708.02(VIII)(C) 

The claims in the present application define substantially the same subject matter as 
claims presented in parent application Ser. No. 09/226,174. Therefore, the searches 
performed for the parent application are applicable to the present application. 

A preexamination search was made in the parent application. The pre-examination 
search included a search of the following classes and subclasses: (1) class 705, subclasses 10, 
14, 16, 17, 22, and 23; and (2) class 235, subclasses 375 and 383. Examiner Edward R. 
Cosimano of Art Unit 2761 was consulted in developing the field of search. Also, a key 
word search was performed on the U.S. Patent Office Automated Patent System computer 
database. Forward citation searches were also performed for the more relevant patents found 
during the course of the search as well as a review of the patents cited on the more relevant 
patents. 

Further, an International Search Report was received for International Application 
No. PCT/US 99/03272, which claims priority to the parent application. 

D. Submit a Copy of the Most Relevant References: 
§ 708.02(VIII)(D) 

Since the present application is a division of application Ser. No. 09/226,174, all of 
the references considered in the parent application are deemed to be of record in the present 
application. Accordingly, the references deemed most relevant to the present claims are of 
record and are not resubmitted. 
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E. Submit a Detailed Discussion of the References, Pointing 
Out How the Claimed Subject Matter is Patentable Over 
the References: § 708.02(VIII)(E) 

Each of the independent claims includes features not taught or suggested by the 

references deemed most relevant to the claims. The patentable features of each independent 

claim are discussed below followed by an analysis of the references deemed most relevant to 

the claims. 

Claim 85 is directed to a memory including a field for storing a first identifier 
corresponding to a first computer associated with a consumer and a field for storing a second 
identifier associated with the first identifier. The second identifier corresponds to an 
observed offline purchase history of the consumer. The purchase history includes 
information of an offline purchase of the consumer collected at a point of sale when the 
offline purchase transpired. None of the references discussed below teach or suggest linking 
a first identifier corresponding to a computer with a second identifier corresponding to an 
observed offline purchase history including information of an offline purchase of a consumer 
collected at a point of sale when the offline purchase transpired. Thus, claim 85 is believed 
to patentably distinguish over the references below. 

Claim 87 is directed to a memory that includes a field for storing a first identifier 
corresponding to a first computer and associated with an observed offline purchase history of 
a consumer. The memory also includes a field for storing a purchase behavior classification 
based on at least one selected purchase behavior criterion and the observed offline purchase 
history of the consumer. The purchase history includes information of an offline purchase of 
the consumer collected at a point of sale when the offline purchase transpired. The 
references below neither teach nor suggest a memory that links a first computer, an observed 
offline purchase history of a consumer, and a purchase behavior classification based on at 
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- selected purchase behavior criterion and the observed offline purchase history of the 
consumer. Accordingly, claim 87 is believed to patentably distinguish over the references 
below. 

Claim 89 is directed to a memory that includes a field for storing a first identifier 
corresponding to a targeted message and a purchase behavior classification based on at least 
one selected purchase behavior criterion and the observed offline purchase history of the 
consumer. The purchase history includes information of a purchase of the consumer 
collected at a point of sale when the purchase transpired. The memory also includes a field 
for storing a personal identification number corresponding to the consumer. The references 
of record fail to disclose a memory that associates a targeted message, a purchase behavior 
classification based on at least one selected purchase behavior criterion and an observed 
offline purchase history, and a personal identification number corresponding to the consumer. 
Therefore, claim 89 is believed to patentably distinguish over the references of record. 

Below, each of the references deemed most relevant to the claims is briefly discussed 
In light of the inventive feature believed most pertinent to the reference for purposes of this 
petition. 

The Powell 5,806,044 patent discloses a system and method for distributing coupons 
through a system of computer networks. Coupons are delivered through a computer network, 
but there is no link between a first identifier corresponding to a computer and a second 
identifier corresponding to an observed offline purchase history including information of an 
offline purchase of a consumer collected at a point of sale when the offline purchase 
transpired. 

The Day et al. 5,857,175 patent discloses a system and method for offering targeted 
discounts to customers. However, Day et al. do not disclose linking a first identifier 

-4- 



- corresponding to a computer with a second identifier corresponding to an observed offline 
purchase history including information of an offline purchase of a consumer collected at a 
point of sale when the offline purchase transpired. 

The O'Brien et al. 5,832,457 patent discloses a method and apparatus for the selective 
distribution of discount coupons based on prior customer behavior. However, O'Brien et al. 
do not link a first identifier corresponding to a computer with a second identifier 
corresponding to an observed offline purchase history including information of an offline 
purchase of a consumer collected at a point of sale when the offline purchase transpired. 

The Jovicic et al. 5,855,007 patent discloses an electronic coupon communication 
system. However, Jovicic et al. fail to link a first identifier corresponding to a computer with 
a second identifier corresponding to an observed offline purchase history including 
information of an offline purchase of a consumer collected at a point of sale when the offline 
purchase transpired. 

The Deaton et al. 5,201,010 patent discloses a method and system for building a 
database and performing marketing based upon prior shopping history. A customer database 
is utilized to perform targeted marketing functions, but nothing in Deaton et al. teaches or 
suggests linking a first identifier corresponding to a computer with a second identifier 
corresponding to an observed offline purchase history including information of an offline 
purchase of a consumer collected at a point of sale when the offline purchase transpired. 

The Deaton et al. 5,237,620 patent discloses a check reader method and system for 
reading check MICR code. Nothing in Deaton et al. teaches or suggests linking a first 
identifier corresponding to a computer with a second identifier corresponding to an observed 
offline purchase history including information of an offline purchase of a consumer collected 
at a point of sale when the offline purchase transpired. 




The Deaton et al. 5,687,322 patent discloses a method and system for selective 
incentive point-of-sale marketing in response to customer shopping histories. However, 
nothing in the '322 patent teaches or suggests linking a first identifier corresponding to a 
computer with a second identifier corresponding to an observed offline purchase history 
including information of an offline purchase of a consumer collected at a point of sale when 
the offline purchase transpired. 

The Deaton et al. 5,621,812 patent discloses a method and system for building a 
database for use with selective incentive marketing in response to customer shopping 
histories. Nowhere does the f 812 patent teach or suggest linking a first identifier 
corresponding to a computer with a second identifier corresponding to an observed offline 
purchase history including information of an offline purchase of a consumer collected at a 
point of sale when the offline purchase transpired. 

The Deaton et al. 5,592,560 patent discloses a method and system for building a 
database and performing marketing based upon prior shopping history. The system includes a 
database of customer data relating to products previously purchased by the customers but 
does not disclose linking a first identifier corresponding to a computer with a second 
identifier corresponding to an observed offline purchase history including information of an 
offline purchase of a consumer collected at a point of sale when the offline purchase 
transpired. 

The Deaton et al. 5,642,485 patent discloses a method and system for selective 
incentive point-of-sale marketing in response to customer shopping histories. However, 
nothing in the '485 patent teaches or suggests linking a first identifier corresponding to a 
computer with a second identifier corresponding to an observed offline purchase history 
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- including information of an offline purchase of a consumer collected at a point of sale when 
the offline purchase transpired. 

The Deaton et al. 5,644,723 patent discloses a method and system for selective 
incentive point-of-sale of marketing in response to customer shopping histories. The system 
includes a memory for storing a database of previously entered customer identification codes 
and transaction data. However, the 723 patent fails to disclose linking a first identifier 
corresponding to a computer with a second identifier corresponding to an observed offline 
purchase history including information of an offline purchase of a consumer collected at a 
point of sale when the offline purchase transpired. 

The Deaton et al. 5,305,196 patent discloses a database building and marketing 
system in which customer identification numbers are used to deliver targeted marketing 
functions based on a customer database that includes information such as whether the 
customer is a "high volume 11 shopper. Targeted incentives are physically delivered to the 
customer at the point-of-sale or by regular mail. On the other hand, the present invention 
links a first identifier corresponding to a computer with a second identifier corresponding to 
an observed offline purchase history including information of an offline purchase of a 
consumer collected at a point of sale when the offline purchase transpired. 

The Gerace 5,848,396 patent discloses a method and apparatus for determining the 
behavioral profile of a computer user. A behavioral profile is formed by recording computer 
activity and viewing habits of computer users. However, the behavioral profiles does not 
include information of the offline purchases of consumers collected when the offline 
purchases transpired. 
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The Golden et al. 5,761,648 patent discloses an interactive marketing network and a 
process using electronic certificates. User profiles are stored and updated but do not include 
information of consumers* offline purchases collected when the offline purchases transpired. 

The Schultz et al. 5,056,019 patent discloses an automated purchase reward 
accounting system and method. However, the reference fails to teach or suggest linking a 
first identifier corresponding to a computer with a second identifier corresponding to an 
observed offline purchase history including information of an offline purchase of a consumer 
collected at a point of sale when the offline purchase transpired. 

The De Lapa et al. 5,353,21 8 patent discloses a focused coupon system. Consumer 
and coupon identifications are encoded on coupons so that the identifications may be read at 
point-of-sale terminals. However, De Lapa et al. fail to disclose linking a first identifier 
corresponding to a computer with a second identifier corresponding to an observed offline 
purchase history including information of an offline purchase of a consumer collected at a 
point of sale when the offline purchase transpired. 

The Stein et al. 5,459,306 patent discloses a method and system for delivering on 
demand, individually targeted promotions. Information on a user's use of a product during 
product use is gathered, correlated, and stored. However, Stein et al. do not incorporate a 
purchase history including information of offline purchases of consumers collected when the 
offline purchase is transpired. 

WO 97/23838 discloses a system and method for delivering purchasing incentives 
and a variety of other retail shopping aids through a computer network. However, WO 
97/23838 does not disclose linking a first identifier corresponding to a computer with a 
second identifier corresponding to an observed offline purchase history including information 
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- of an offline purchase of a consumer collected at a point of sale when the offline purchase 
transpired. 

EP 0 512 509 A2 discloses a system for automatically distributing discount coupons 
or certificates in retail stores, conditioned on a preselected combination of present and past 
shopping behavior. However, EP 0 512 509 A2 does not disclose linking a first identifier 
corresponding to a computer with a second identifier corresponding to an observed offline 
purchase history including information of an offline purchase of a consumer collected at a 
point of sale when the offline purchase transpired. 

The Deaton et al. 5,649,1 14 patent discloses a method and system for selective 
incentive point-of-sale marketing in response to customer shopping histories. At the point- 
of-sale, coupons or other incentives may be generated which are specifically targeted to a 
specific customer based upon his prior history. 1 This is different from the present invention 
in which a first identifier corresponding to a computer is linked with a second identifier 
corresponding to an observed offline purchase history including information of an offline 
purchase of a consumer collected at a point of sale when the offline purchase transpired. 

The Lalonde et al. 5,283,731 patent discloses a computer-based classified ad system 
and method. When a new advertisement is placed in an advertisement database, the new ad 
is compared to want ads. If a match is found, the system generates output data that includes 
the new ad and the delivery data for the matching want ad. However, Lalonde et al. do not 
teach or suggest linking a first identifier corresponding to a computer with a second identifier 
corresponding to an observed offline purchase history including information of an offline 
purchase of a consumer collected at a point of sale when the offline purchase transpired. 



x See column 7, lines 33-35. 



The Goldhaber et al. 5,855,008 patent discloses a method for distributing advertising 
and other information over a computer network. A link between an advertisement and 
viewers is provided by a database of digitally stored demographic profiles of potential users. 
However, Goldhaber et al. neither teach nor suggest linking a first identifier corresponding to 
a computer with a second identifier corresponding to an observed offline purchase history 
including information of an offline purchase of a consumer collected at a point of sale when 
the offline purchase transpired. 

WO 98/15907 discloses a method for organizing a discount or coupon system. 
However, based on the abstract and figures of WO 98/15907, there is no teaching or 
suggestion to link a first identifier corresponding to a computer with a second identifier 
corresponding to an observed offline purchase history including information of an offline 
purchase of a consumer collected at a point of sale when the offline purchase transpired. 

WO 97/12486 discloses a multimedia architecture for interactive advertising. The 
multimedia programming has a varying content determined by data contained in a database 
for storing information about a viewer. However, there is no teaching or suggestion of 
linking a first identifier corresponding to a computer with a second identifier corresponding 
to an observed offline purchase history including information of an offline purchase of a 
consumer collected at a point of sale when the offline purchase transpired. 
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III. Conclusion 

The petition to make special should be granted. Therefore, applicants respectfully 
request that this application be advanced out of turn for examination. 
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